THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 27

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN TERLI ZZ|

Appeal No. 98-0464
Application 08/554, 386!

ON BRI EF

Bef ore MEI STER, STAAB and McQUADE, Adm nistrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

John Terlizzi appeals fromthe final rejection of clains

1 through 16, all of the clainms pending in the application.

1 Application for patent filed Novenber 6, 1995.
According to appellant, the application is a continuation of
Application 08/210,352, filed March 18, 1994, now abandoned.

-1-



Appeal No. 98-0464
Appl i cation 08/ 554, 386

W reverse.

The invention relates to “a shoe with a split sole,
particularly useful as a dance shoe, but also useful as an
exerci se shoe, and particularly relates to sag and stretch
resi stance of the m d-section of the shoe between its split
sol e regions” (specification, page 1). Caim1l is
illustrative and reads as foll ows:

1. A shoe conpri sing:

a shoe upper including a bottom beneath, sides passing up
past the sides of, and a top above a wearer's foot; the shoe
upper including a front portion, a heel portion and a foot
opening at the heel portion; the shoe upper being conprised of
a flexible material at |east at the m d-section of the shoe

upper ;

a split sole beneath the bottom of the shoe upper
including a front sole portion under the front portion of the
shoe upper, a rear sole portion under the heel portion of the
shoe upper, a mid-section of the bottom of the shoe upper
between the front and the rear sole portions and which is
w t hout the sole beneath it;

a band of flexible, non-stretchable nmaterial attached to
t he shoe upper so as to overlap the shoe upper at the m d-
section of the shoe upper, the band extendi ng across the
bott om of the shoe upper, up past both sides of the shoe upper
and extending to and attached in an overl appi nhg arrangenent to
both sides of the shoe upper toward the top of the shoe upper
for substantially reducing an anmount of sagging of the bottom
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of the shoe upper due to application of force to the bottom of
t he shoe upper by the wearer's foot and due to stretching of
t he shoe upper material .

The itens relied upon by the exam ner as evidence of

anti ci pati on and obvi ousness are:

d i dden 2,147, 197 Feb. 14, 1939
Whi t man 2,539, 761 Jan. 30, 1951
M sevich et al. (M sevich) 4,542,598 Sept. 24, 1985
Br own 4,813, 158 Mar. 21, 1989

Clainms 1 through 6, 9, 10, 15 and 16 stand rejected under

35 U S.C 8 102(b) as being anticipated by M sevich.

Clainms 1 through 6, 9 through 13,

rejected under 35 U.S.C. § 103(a) as bei ng unpatentabl e over

M sevich in view of Brown.

15 and 16 stand

Clains 7 and 8 stand rejected under 35 U. S.C. § 103(a) as

bei ng unpatentabl e over M sevich in view of Witman.

Claim 14 stands rejected under 35 U.S.C. § 103(a) as

bei ng unpatentabl e over M sevich in view of Gidden.

Ref erence is nade to the appellant’s main and reply
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briefs (Paper Nos. 16 and 19) and to the exam ner’s answer
(Paper No. 17) for the respective positions of the appellant
and the examner with regard to the nerits of these
rejections.?

Turning first to the standing 35 U S.C. 8§ 102(b)
rejection of clainms 1 through 6, 9, 10, 15 and 16, M sevich
di scl oses an athletic shoe constructed to all ow i ndependent
novenment of the wearer’s forefoot and heel. To this end, the
shoe conprises spaced forefoot and rearfoot sole units 12 and
14 joined by a flexible and pliable upper 10. The m df oot
portion of the upper defines “a highly flexible, soleless,
uni versal coupling between the two sole units to allow
virtually unrestrained relative notion between the wearer’s
heel and forefoot” (colum 2, lines 50 through 53). O the
particul ar make-up of the m dfoot portion, M sevich teaches
t hat

[t]he upper is . . . fornmed with a pliable wap-
around saddl e [31] which extends al ong the sides and

2 The 37 CFR 8 1.132 declaration of Dennis Stevens (Paper
No. 18) which was submtted by the appellant with the reply
brief has been refused entry by the exam ner (see Paper No.
20). Accordingly, we have not considered this declaration in
reviewi ng the examner’s rejections.
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all the way around the bottom of the sol el ess

m df oot regi on between the forefoot and rearf oot

sole units. Wen the shoe is |laced up, the saddle

provi des a secure girth-like grip around the foot in

the m df oot region and flexibly hugs the foot just

in the mdfoot region wthout constraining the

natural notions of the different parts of the foot

[colum 3, lines 35 through 43].
The saddl e 31 can be made of any suitable flexible materi al
such as vinyl or leather (see colum 5, line 62, through
colum 6, line 10).

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir.), cert denied, 468 U S. 1228. It

IS not necessary that the reference teach what the subject
application teaches, but only that the claimread on sonething
disclosed in the reference, i.e., that all of the limtations
in the claimbe found in or fully net by the reference.

Kalman v. Kinberly dark Corp., 713 F.2d 760, 772, 218 USPQ

781, 789 (Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).
The exam ner’'s determ nation that the shoe recited in

i ndependent claiml is anticipated by Msevich rests in part
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on the proposition that the claimlimtation relating to the
“band of flexible, non-stretchable material” reads on

M sevich’s “vinyl” saddl e 31 because “vinyl would appear [tO]
be a non-stretchable material” (answer, page 5). M sevi ch,
however, is conpletely silent as to whether the saddle, be it
made of vinyl or leather, is stretchable or not, and provides
no ot her reasonabl e support for the exam ner’s position.
Since the M sevich shoe does not include any other structure
meeting the claimlimtation at issue, Msevich cannot be said
to disclose, expressly or under principles of inherency, each
and every elenent of the invention recited in claiml.

Accordingly, we shall not sustain the standing 35 U.S. C
8 102(b) rejection of claim1, or of clainms 2 through 6, 9,

10, 15 and 16 which depend therefrom as being anticipated by
M sevi ch.

As for the standing 35 U S.C. 8 103 rejection of clainms 1
through 6, 9 through 13, 15 and 16, the exam ner’s reliance on
Brown to overcone the foregoing deficiency in Msevich is not
wel | taken.

Brown di scl oses an athletic shoe having an upper 10 which
i ncludes reinforcing nenbers 30 and 32 extending fromthe sole
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12 to the lacing margin 20 of the shoe to provide |ateral

support for the wearer’'s foot. The reinforcing nmenbers are

made of a flexible and non-stretchable material such as nyl on

(see the Abstract; colum 1, lines 43 through 57; colum 2,

lines 24 through 35; and colum 3, lines 42 through 52).
According to the exam ner,

[ @] ssum ng arguendo that vinyl is NOT a non-
stretchable material, as clainmed by Appellant, Brown
shows that nylon reinforcing straps are an

equi val ent structure known in the art. Therefore,
because these two reinforcing materials were art-
recogni zed equivalents at the tinme the invention was
made, one of ordinary skill in the art would have
found it obvious to substitute the nylon material of
Brown for the | eather or vinyl reinforcing saddl e of
M sevich et al. because nylon provides a high degree
of support for the foot and which, at the same tine,
has a long Iife and will not stretch during use

[ answer, pages 5 and 6].

To begin with, expedients which are functionally and/or
mechani cally equi val ent to one another are not necessarily

obvious in view of one another. See In re Scott, 323 F.2d

1016, 1019, 139 USPQ 297, 299 (CCPA 1963). Moreover

M sevich’s saddle 31 and Brown’s reinforcing nenbers 30 and 32
have little, if any, functional and/or mechani cal equival ence.
M sevich’s saddle 31 is designed to afford a highly flexible
and uni versal coupling between spaced sole units to permt
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virtually unrestrained relative notion between the wearer’s
heel and forefoot. Brown’s reinforcing nenbers 30 and 32, on
the ot her hand, are designed to provide |ateral support in a
shoe having but a single sole unit. The only suggestion for
conbi ning these rather disparate teachings in the manner
proposed by the exam ner stens from hi ndsi ght know edge

i nperm ssibly derived fromthe appellant’s disclosure.

Therefore, we shall not sustain the standing 35 U S.C. 8§
103 rejection of claim1, or of clainms 2 through 6, 9 through
13, 15 and 16 which depend therefrom as being unpatentable
over M sevich in view of Brown.

Si nce neither Whitman nor G idden cures the above noted
shortcom ng of Msevich with respect to subject matter set
forth in independent claim1, we also shall not sustain the
standing 35 U. S.C. §8 103(a) rejections of dependent clains 7
and 8 as bei ng unpatentable over Msevich in view of Witman
and claim 14 as bei ng unpatentable over Msevich in view of
d i dden.

The decision of the examner is reversed.

REVERSED
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JAMES M MEI STER

Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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Ostrol enk, Faber, Gerb & Soffen
1180 Avenue of the Anericas
New York, NY 10036-8403

JPM ki
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